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DETAILED ACTION 

1. Claims 1 - 23 are pending and are considered below. 

Claim Objections 

2. Claim 1 9 is objected to because of the following informalities: Claim 1 9 depends 
on Claim 1 1 and recites the limitation " the receiving ". However there is no prior 
antecedent basis for the limitation. It is believed Claim 19 should depend on Claim 18 
and is treated as such. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 - 3, 5 - 17, 20 - 23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Johansson et al. (US Patent 5,418,837). 

Claim 1: 

Johansson discloses an updatable electronic device including: 

a memory including at least one of firmware and software (e.g. see Fig.lA, items 
15, 15', and associated text); 

at least one firmware component, functioning to update at least a portion of at 
least one of firmware and software ("the routine then changes all the software in the 
mobile terminal...", col. 7, lines 13-16, Fig. 3); 
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an interface for communicatively coupling to a removable electronic memory 
device (e.g. see Fig. 1A, item 20, and associated text); 

and the removable electronic memory device including information related to the 
updating of the at least a portion of the at least one of firmware and software (Fig. 1A, 
item 22, and associated text). 

Claim 2: 

Johansson discloses the device of claim 1 where the at least one firmware 
component comprises: an update agent for updating the at least a portion of the at least 
one of firmware and software, the update agent using at least one of an update package- 
and the information related to the updating of the at least one of firmware and software 
("the routine then changes all the software in the mobile terminal from information 
provided in the upgrading software stored in the SUM card", col. 7, lines 13-16, Fig. 3, 
and associated text); 

Claim 3: 

Johansson discloses the device of claim 2 further including: a communication 
interface for receiving the update package (Fig. 1A, item 20, and associated text). 

Claim 5: 

Johansson discloses the device of claim 2 where the update package comprises 
a set of instructions for updating the at least a portion of the at least one firmware and 
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software ("upgrading data" may be stored in the SUM card, col. 4, lines 7-14, e.g. see 
Fig. 2B, and associated text). 

Claim 6: 

Johansson discloses the device of claim 1 where the information related to the 
updating of the at least one firmware and software comprises at least one of a cyclic 
redundancy check (CRC), a location in a file system, a memory address, a status flag, 
and new firmware ("identification data telling ... if the SUM card is designed for 
upgrading software, adding new features... ", col. 4, line 3-6, e.g. see Fig. 3, step 110, 
and associated text). 

Claim 7: 

Johansson discloses the device of claim 1 where the information related to the 
updating of the at least one firmware and software comprises an indication of the 
availability of an update for the at least one of a firmware and software (e.g. see Fig. 3, 
and associated text, col. 7, lines 6-7 states "If the SUM card is valid for upgrading, the 
upgrading functions would be displayed on the display..."). 

Claim 8: 

Johansson discloses the device of claim 1 where the information related to the 
updating of the at least one firmware and software comprises an indication of the 
success of an update of the at least one of firmware and software (Fig. 3, item 120). 

Claim 9: 
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Johansson discloses the device of claim 1 where the information related to the 
updating of the at least one firmware and software is used to verify or authenticate an 
update of the at least one of firmware and software ("check that correct data is 
transferred ... with the data stored in the SUM memory", col. 5, lines 35-39). 

Claim 10: 

Johansson discloses the device of claim 1 where the removable electronic 
memory device comprises one of a subscriber identity module (SIM) card, a smart card, 
an integrated circuit (IC) card, a removable memory card, and a removable memory 
module (Fig. 1A, item 22). 

Claim 11: 

Johansson discloses a method of updating an updatable electronic device 
including a memory containing at least one of firmware and software, and a user 
removable electronic memory device (Abstract), the method including: 

retrieving information from the user removable electronic memory device 
("upgrading functions would be displayed", col. 7, lines 7-8); 

determining whether an update of the at least one of firmware and software is 
available using information from the user removable electronic memory device ("if the 
SUM card is valid for upgrading", col. 7, lines 7-8); 
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performing an update of at least a portion of the at least one of firmware and 
software using at least information from the user removable electronic memory device, if 
an update of the firmware is available ("new features are installed ", col. 7, lines 21-23); 

and refraining from performing an update of at least a portion of the at least one 
of firmware and software, if an update of the firmware is not available ("activates normal 
GSM network activities", col. 6, lines 47-48). 

Claim 12: 

Johansson discloses the method of claim 1 1 where the user removable 
electronic memory device comprises one of a subscriber identity module (SIM) card, a 
smart card, an integrated circuit card, a removable memory card, and a removable 
memory module (Fig. 1A, item 22). 

Claim 13: 

Johansson discloses the method of claim 1 1 where the updatable electronic 
device is a mobile handset (Fig. 1A). 

Claim 14: 

Johansson discloses the method of claim 1 1 where the information from the user 
removable electronic memory device comprises at least one of a signature, a location in 
a file system, a memory address, a status flag, and new firmware ("identification data 
telling ... if the SUM card is designed for upgrading software, adding new features... 
col. 4, line 3-6). 
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Claim 15: 

Johansson discloses the method of claim 14 where the signature comprises a 
cyclic redundancy check (CRC) ("checksum or check data area", col. 4, line 8). 

Claim 16: 

Johansson discloses the method of claim 1 1 where the information from the user 
removable electronic memory device comprises an indication of the availability of an 
update for the at least a portion of the at least one of a firmware and software 
("identification data telling ... if the SUM card is designed for upgrading software, adding 
new features... ", col. 4, line 3-6). 

Claim 17: 

Johansson discloses the method of claim 1 1 where the information from the user 
removable electronic memory device is used to verify or authenticate an update of the 
at least a portion of the at least one of a firmware and software ("check that correct data 
is transferred ... with the data stored in the SUM memory", col. 5, lines 35-39). 

Claim 20: 

Johansson discloses the method of claim 11 further including: storing status 
information in the user removable electronic memory device, if an update was 
performed; and refraining from storing status information in the user removable 
electronic memory device, if an update was not performed ("data area that can be 
altered during or after a complete upgrading procedure", col. 4, lines 9-14). 
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Claim 21: 

Johansson discloses the method of claim 1 1 further including: performing at least 
one of restarting or rebooting the updatable electronic device ("re-sets the telephone", 
col. 6, lines 54-56). 

y 

Claim 22: 

Johansson discloses the method of claim 21 where at least one of a need to 
restart or reboot and a type of reboot is resident in the user removable electronic 
memory device ("If the card installed is not valid ...re-sets the telephone", col. 6, lines 
52-56). 

Claim 23: 

Johansson discloses the method of claim 1 1 where the determining comprises: 

verifying whether the retrieved information is at least one of appropriate and 
authentic ("check that correct data is transferred col. 5, lines 35-39); 

continuing the performance of an update, if the verification is successful; and 
executing a normal startup of the updatable electronic device, if the verification is not 
successful ("activates normal GSM network activities", col. 6, lines 47-48). 

Claim Rejections - 35 (JSC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 4, 18 - 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Johansson et al. (US Patent 5,418,837) in view of Ericsson (US Patent 6,556,842). 

Claim 4: 

Johansson discloses the device of claim 3 but he does not disclose where the 
communication interface is a wireless communication interface. 

In an analogous art of updating mobile phones, Ericsson discloses transmitting 
update information to a SIM card wirelessly (Abstract, Fig. 2, and associated text). It 
would have been obvious to one with ordinary skill in the art at the time of the invention 
to wirelessly update the device as claimed in order to ensure timely updates through the 
air and because returning the SIM card to the operator by post for updates is time 
consuming (Ericsson col.1, line 62 to col. 2, line 5). 

Claims 18-19: 

Johansson discloses the method of claim 1 1 but he does not disclose receiving 
an update package from a server; and the receiving performed using a wireless 
network; and the information from the user removable electronic memory device 
comprises the location of at least one of the update package and the server. 

In an analogous art of updating mobile phones, Ericsson discloses 
transmitting update information to a SIM card wirelessly (Abstract, Fig. 2, and 
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associated text), where the information from the user removable electronic memory 
device comprises the location of at least one of the update package and the server ("the 
information about each subscriber's allowed LSA... is stored in the SIM", col. 1, lines 
24-26). It would have been obvious to one with ordinary skill in the art at the time of the 
invention to wirelessly update the device as claimed in order to ensure timely updates 
through the air and because returning the SIM card to the operator by post for updates 
is time consuming (Ericsson col.1, line 62 to col.2, line 5). 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Phillips et al. (US Patent 6,400,965) discloses a cellular phone SIM card reader 
and method for testing and updating the phone's memory. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel G. Neway whose telephone number is 571-270- 
1058. The examiner can normally be reached on Monday - Friday 8:30AM - 5:30PM 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Dam can be reached on 571-272-3695. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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